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The Patent Regulation Board and the Trade Mark Regulation Board
Minutes

IPReg Board Meeting
Thursday 19™ January 2012

Outer Temple Chamber

1. Apologies Rosalind Burford
Nicholas Fox
lan Buchan

Attending Michael Heap (Chairman)
Bruce Alexander
David Bream
Linda Harland
Phil Harris
Daniel Keenan
Philip Portwood
Steve Smith
Ann Wright {Chief Executive)

2. “Approval of November 2011 minutes and actions arising

The minutes were approved subject to one amendment to para 9 to make it clear
that there were matters {such as approval of admissions) which had to be brought to
the Board by the EQCD committee for governance reasons.

3. General Delegation Agreement — status
BA confirmed that the main general Delegation agreement was now settled.

AW confirmed that she was preparing a draft code of conduct for the observers
representing the AR Forum.

MH agreed to raise with CIPA and ITMA the replacement of Mick Ralph and Maggie
Ramage as the current directors of IPReg Limited with the IPReg board members (as
advised by the LSB).
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¢ Delegation Agreement (ABS Specific) from CIPA and ITMA - status

BA reported that the ABS Agreement was also settled (copy attached). The final issue
had been whether the last paragraph (7) ....

“the form of the application having been agreed by the parties, CIPA and ITMA would
each sign...”

constituted a further approval process.

BA confirmed that following discussions with members of the Governance
Committee, BA had proposed:

“the form of the application having been agreed by the parties in accordance with
the process set out above, CIPA and ITMA would each sign...”

This had been agreed by CIPA and ITMA;

e Meetings with the LSB

MH reported that there had beentwo meetings in December with the LSB who had
read the scoping report.

* The LSB Board had indicated a willingness to extend the transition period to
March 2013 (based on IPReg’s representations in early 2011)

= The LSB considered that two consultations were, in their view, unnecessary

* |PReg'should not regard eithar the SRA or the CLC applications as
“precedents”.

* A key feature of the application should be evidence. The applicaticn could
not be “SRA like” in its approach. The application should be “risk based”
backed by evidence.

* The LSB advised that, to be successful, the application would need to have
considered IPReg ability to undertake the additional regulatory
responsibilities and the impact on internal resource. It was agreed that the
LSB would give further guidance.

e Meeting with Marsh (insurers)

AW reported that PAMIA had indicated that it could not assist in meeting the
requirements in the Legal Services Act for compensation arrangements.
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Consequently a meeting had been held with Marsh (which insures IPReg) who
had indicated that there may be a market led solution. Marsh had also met
PAMIA’s insurance manager and discussions were ongoing.

¢ Financial issues
* |PReg initial investment

AW confirmed that, to date, £18,000 had been spent of the £30,000 to be
provided by IPReg. It was originally expected that the whole £30,000 would
be spent in 2011 but the deferment of they,iﬁéasion whether to apply for
licensing authority status had slowed},down the work.

It was agreed that the under spend would be rolled over into the 2012 ABS
budget.

* SRA and CLC fee scales (attached)

AW reported that, fdllbwing work undertaken by Nicholas Fox and Sarah
Willison, it was clear that the ¢ost for an ABS of regulation by the SRA and
the CLC would be considerable.

Foriexample the annual costto a substanﬁal East Midlands firm (whose
figures as an LLP were available) would be in excess of £50,000. Whilst
clearly there would be a need to increase fees to meet the additional duties,
it seemed highly probable that the fees scales would still be moderate in
comparisan.

BA commented that the fees of the SRA and the CLC were based on
turnover. Traditionally IP firms include “disbursements” namely agents fees
as turnover and, therefore, the figures would distorted. It was agreed that
this would be considered when determining the fee scale matrix.

e Sarah Willison - commitment over next 3-6 manths

AW reported that, subject to a decision to apply for licensing authority status,
she had agreed with Sarah that Sarah would work 3 days each week for the next
3 months.

It was agreed, given her critical role, that IPReg should agree now a commitment
with Sarah for, say, 80 days work in 2012 on datas to be agreed by AW {with MH)
,taking into account the type of activities/period of consultation.

o
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¢ ABS Working Party

There was discussion regarding the appropriate size and mix of the ABS working
party. It was agreed that the ABS Working Party should operate as a Reference
Group with the detailed drafting etc being undertaken by SW and AW (with
support from Keith Hodkinson and Graeme Murnane and their respective firms).

e ‘“PlanB”

AW reported that the CLC expected to have their application for litigation and
advocacy rights approved in the early summer. in theory therefore the CLC would
be able to regulate the reserved legal activities {namely instrument transfers
litigation and advocacy) necessary for an IP firm but the CLC appeared also to be
an expensive option and not necessarily twe'rig'ht “fit”.

5. Finance

¢ AW confirmed that, after taking into account income reserved.(“ring fenced”) for
projects such as the new website which-are expected to be undertaken in 2012,
IPReg had an operating halance of ¢. £45,000.

e Adetailed financial report would be published {as.part of the 2011 Annual
Report). ’
6. AR Forum
MH confirmed that the next AR Forum was scheduled for Wednesday 25th January.
7. LSB — Developing the Regulatory Principles — (attached) — FYl Board do not need to
review. Do we appoint an external “auditor”?

It was agreed that an external auditor would be helpful given this is the first time of
scrutiny.

8. Complaints in 2011
e |PReg - stats — AW reported that of 10 contacts from potential complainants
- 4 had beenreferred to LeO
- 2 were -significantly- out of time
- 1had been reviewed by the IPReg first sift panel (and then dismissed)

- The remaining did not formally constitute complaints for various reasons.
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e |eO - stats (attached) — it was apparent that firms have adopted first tier
complaints structure. This information is being requested in Entity Renewals.

9. Admissions
e Admission of two managers — see list next page - approved

e Stats (attached)

10. EU Recognition — Julie Jones

(TRB) The report in relation to the application of Julie Jones to the Trade Mark
Register was reviewed and the recommendation agreed.

11. Chief Executive — other reports (if any)

e 1,000 CPD returns had been receivedto date. A reminder would be issued at
the end of January.

e Hugo Armitage (the website IT consultant} had issued a draft RFP which had been
reviewed and approved by AW with the as"sisﬁtﬁgynce of MH and DB. The project
was expected to go live by the end of the summer.

e AW asked hoard members to notify her of any AOB ahead of the meeting.

12, AOB

e PH queried the status of the Diversity Report. AW responded that it had been
submitted to the LSB and we were awaiting a response.

e The issue of Protected Title was raised. It was agreed that this would be
considered in further depth.

12. Confirmation that the above decisions are made by the Patent Regulation Board
and the Trade Mark Regulation Board.
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Admissions
Two managers - Mathisen & Macara LLP
e Christine Gravenell

e Susan Stevens
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ABS application: Agreement between CIPA, ITMA and IPReg in respect of an
application to become a Licensing Authority for Alternative Business Structures

THIS AGREEMENT is effective the day of 2011

BETWEEN:

(N The Chartered Institute of Patent Attorneys;

(2) The Institute of Trade Mark Attorneys (Company number 00294396); and

(3) The Intellectual Property Regulation Board Limited (Company number 06624948)
4) PREAMBLES:

(A) Chartered Institute of Patent Attorneys (CIPA) and the Institute of Trade Mark
Attorneys (ITMA) are both designated regulators under the Legal Services Act 2007
(the “Legal Services Act™), and wish to apply to be designated as licensing authorities
under the Act.

(B) [PReg is willing to take forward such an application and to be the body with
responsibility for the regulatory arrangements, although it may choose 1o delegate
some of the activities associated with exercising such arrangements.

(@) CIPA and ITMA wish to open up opportunities for registered patent and trade mark
attorneys to practice in ABSs and for this application to be progressed as expeditiously
as practicable.

(D) CIPA, ITMA and IPReg (and PRB and TRB) wish to confirm their agreement and the
basis on which this application should be made.

(E) The Legal Services Board (LSB) has confirmed that CIPA and ITMA can make a
Joint application to become Licensing Authorities.

(F) The Councils of the two Institutes have confirmed rhat this is the preferred approach
and that the regulatory functions arising from CIPA and ITMA becoming a Licensing
Authority are to be delegated to the Patent Regulation Board (PRB) and Trade Mark
Regulation Board (TRB) respectively, and working together as IPReg or a body or
bodies constituted by IPReg for this purpose, and are amending the “Delegation
Agreement” between them to this end.

Now therefore the parties agree:

1. CIPA and ITMA will jointly make an application in the name of the Chartered
Institute of Patent Attorneys (CIPA) and the Institute of Trade Mark Attorneys (ITMA) for
CIPA and ITMA to become a Licensing Authority for ABS to practice in the intellectual
property field and such ancillary activities as appear appropriate, and for the Regulation
Boards (PRB and TRB) within [PReg to carry out the regulatory functions attributable to such
status;



2. On the basis that the application is successful CIPA and ITMA will delegate the
regulatory functions arising from becoming a Licensing Authority in the same manner as
CIPA and ITMA have delegated existing regulatory functions, and this will be reflected in an
amendment to the Delegation Agreement;

3. The PRB and TRB working together as [PReg will take the primary role in carrying
forward the application, in consultation with CIPA and ITMA;

4, IPReg will fund the preparation and making of an application with support from
CIPA and ITMA, and the continued operation of the Licensing Authority/relevant Regulation
Board, and IPReg will account for the same as set out in the Annex to this letter:

5. In the event that it appears that the cost of preparing and making the application is
likely to exceed the estimated amount set out in the Annex, IPReg, ITMA and CIPA will
consult, preferably with the involvement of the Legal Services Board, on how the application
should be handled, and whether, in the circumstances, the application should be continued,
amended, or withdrawn, and on further agreement in relation to the costs of the application;

6. IPReg, CIPA and ITMA will keep each other fully informed on a regular basis of the
steps being taken in preparing and making the application. To this end, unless otherwise
agreed, the ABS working group of CIPA, ITMA and [PReg will be maintained in effect and
will co-ordinate activities being carried out by each of CIPA, ITMA and IPReg.

7. CIPA and ITMA each agree that, the form of application having been agreed by the parties

in accordance with the process set out above, CIPA and ITMA will each sign the application
for submission by IPReg, and IPReg agrees that it will submit the application on their behalfs.

Accepted and agreed on

For and on behalf of the Chartered Institute of Patent Attorneys
Tim Roberts, President

Accepted and agreed on

For and on behalf of the Institute of Trade Mark Attorneys

Maggie Ramage, President

Accepted and agreed on

For and on behalf of IPReg
Michael Heap, Chairman



ANNEX

Budget

It is estimated (based on the costs of the CLC) that the budget required for the application will
be £130,000 plus the L.SB fees.

Start Up Costs

[PReg will meet the costs incurred in 2011 of any necessary additional resource both within
the IPReg office and of external consultants to a maximum of £§70,000. f P oL

Additional funding will be met by entity registrants only. It is intended that the additional
funding will be raised in two tranches in 2012 and 2013, an increase in 2013 will only be
applied if, and to the extent, required. This will be raised as a temporary % increase in the
entity practice fee.

Income from registered entities in 2011 is £132,000. The temporary increase to be applied in
2012 will, therefore, be 50%.

Accounting

Separate accounts will be kept and made available to all registrants via a dedicated part of the
IPREG website.

Surplus from set up costs
Any surplus, after all set up costs have been paid, will not be ring-fenced to ABS

regulation/entities and will become part of the general funds of IPReg with a view to bringing
ABS and non ABS entities and individual registrants into one financial accounting structure.



SRA and CLC Fee Calculation

Turnover CLC Fee SRA Fee
19,000.00 1,000.00 252.00
145,000.00 1,985.00 847.50
2,000,000.00 23,100.00 8,781.00
8,000,000.00 84,100.00 26,881.00
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Patent Attorneys: 96

Trade Mark Attorneys: 51
Patent Entity Managers: 0
Trade Mark Entity Managers: 2
Dual Entity Managers: 1
Patent Entities (incl. dual): 16

Trade Mark Entities (incl. dual): 14

ADMISSIONS 2011
TOTAL




