
The Patent Regulation Board and the Trade l\4ark Regulation Boarcl

Minutes

lPReg Board  Meet ing

Thursday 1-9th January 201-2

Outer  Temple  Chamber

1. Apologies Rosal ind Burford

Nicholas Fox

lan  Buchan

At tend ing  Michae l  Heap (Cha i rman)

Bruce A lexander

David Bream

Linda Har land

Ph i l  Har r is

Daniel  Keenan

ill::#""'
Ann Wright iChief Execut ive)

2. Approval of  Novembe r ZOLL minutes and act ions i rnsing

The minutes were opproved :;ubject to one omendntent to paro 9 to moke rt cleor

that there were motters (such os approvol of odmissions) which hod to be ,brought to

the Boord bythe EQCD comntittee for governdnce reosons.

3. General  Delegat ion Agreement -  status

BA conf i rmed tha t  the  main  genera l  De legat ion  agreement  was now se t t lec l .

AW conf i rmed tha t  she  was prepar ing  a  d ra f t  code o fconduct  fo r  the  obse l rvers

represent ing  the  AR Forum.

MH agreed t to  ra ise  w i th  C lP l r  and ITMA the  rep lacerment  o f  M ick  Ra lph  and Magg ie

Ramage as the current directors of lPReg Limited r , t ' i th the lPReg board mernbers (as

adv ised by  the  LSB) .
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4. ABS

lPRrlU
o Delegation Agreement (ABS Specific) from ClPl\ and ITMA - status

BA reported that the ABS Agreement was also sett led (copy attached).  The I ' inal  issue

had been whether  the  las t  paragraph (7 )  . . . .

"the form of the applicotion hoving been ogreed by the parties, CIPA and ITN4A would

each sign..."

const i tuted a further approval process.

BA conf i rmed tha t  fo l low ing  d l i scuss ions  w i th  members  o f  the  Governance

Commi t tee ,  BA had proposed:

"the form of the opplicotion hoving been agreed by the porties in accordonce with

the process set out above, CIPA ond ITMA would eoch sign..."

This had been agreed by CIPA and lTMA,i

o Meetings with the LSB
' ,1

MH reported that there had been two meetings in December with the LSB who had

read the scoping report .

.  The LSB Board had indicated a wi l l ingnessto r :xtend the transi t ion prer iod to

March  2013 (based on  lPReg 's  representa t ions  in  ear ly  2011- )

.  The LSB considered that two consultat ions were, in their  v iew, Unrrcc€ssdr!

.  lPReg shou ld  no t  regard  e i ther  the  SRA or  the  CLC app l ica t ions  as

"precedents" .

.  A  key  fea ture  o f  the  z rpp l i ca t ion  shou ld  be  erv idence.  The app l ica t icn  cou ld

not  be  "SRA l i ke"  in  i l s  approach.  The app l ica t ion  shou ld  be  " r i sk  based"

back,ed by evidence.

.  The LSB adv ised tha t ,  to  be  success fu l ,  the  app l ica t ion  wou ld  need to  have

cons idered lPReg ab i l i t y  to  under take  the  add i t iona l  regu la to ry

respons ib i l i t i es  and t l re  impact  on  in te rna l  resource .  l t  was  agreed tha t  the

LSB ,would give furtherr guidance.

o MeetinB with Marsh ( insurers)

AW repor ted  tha t  PAMIA had ind ica ted  tha t  i t  c , ru ld  no t  ass is t  in  meet ing  the

requirernents in the Legal Services Act for compensat ion arrangements.
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Consequent ly  a  meet ing  had been he ld  w i th  Marsh  (wh ich  insures  lpReg; )who

had ind ica ted  tha t there  rnay  be  a  marke t  led  so lu t ion .  Marsh  had a lso  nnet
PAMIA 's  insurance manager  and d iscuss ions  were  ongo ing .

Financial  issues

. lPReg ini t ia l  investment

AW conf irmed that,  to date, f  1-8,000 had been spent of the f  30,0C)0 to be
prov' ided by lPReg. l t  was or iginal ly expecte d,that the whole €30,0110 would
be spent in 2011 but the deferment of the r jecision whether to apply for
l icensing authori ty st iatus had slowed,do*n the work.

I t  was agreed that thr:  under spend would be rol led over into the 2012 ABS
budget .

. SRA and CLC fee scales (attached)

AW neported that,  fol lowing work undertakerr by Nicholas Fox and Siarah
Wil l ison, i t  was clear that the cost for an ABS of regulat ion by the SFiA and

the CLC would be corrsideiable.

For  example  the  annua l  cos t  to  a  subs tan t ia l  Eas t  Mid lands  f i rm (whose

f igures as an LLP wert:  avai lable) would be in r :xcess of €50,000. Whi lst

c lear ly  there  wou ld  be  a  need to  inc rease fe re : ;  to  meet  the  add i t iona ldu t ies ,

i t  seemed highly proLrable that the fees scales; would st i l l  be moderarte in

com par ison .

BA commented tha t  the  fees  o f  the  SRA anc t  the  CLC were  based or r

tu rnr lver .  T rad i i iona l l y  lP  f i rms inc lude "d isbursements"  namely  agents  fees

as turnover and, therefore, the f igures would distorted. l t  was agr€ed that

th is  t , vou ld  be  cons ider red  when de termin ins  the  fee  sca le  mat r ix .

o Sarah Wil l ison - commitnlent over next 3-6 months

AW repor ted  tha t ,  sub jec t  to  a  dec is ion  to  app ly fo r  l i cens ing  au thor i ty  s ta tus ,

she had agreed w i th  Sarah tha t  Sarah wou ld  wo"k  3  days  each week fo r  1 .he  nex t

3  months , .

I t  was  agreed,  g iven  her  c r i t i ca l  ro le ,  tha t  lPReg : ;hou ld  agree now a  conrmi tment

with Sarah for,  say, 80 day's work in 201.2 on dat i3s to be agreed by AW irvi th MH)

, tak ing  in to  account  the  type  o f  ac t i v i t ies /per iod  o f  consu l ta t ion .
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5 .

ABS Working Party

There was discussion regerrding the appropriate size and mix of the ABSi working

party.  l t  was agreed that the ABS Working Party should operate as a Ref,erence

Group with the detai led draft ing etc being undert iaken by SW and AW (vr i th

suppor t  f rom Ke i th  Hodk inson and Graeme Murnane and the i r  respec t iv 'e  f i rms) .

"Plan B"

AW reported that the CLC expected to have their  appl icat ion for l i t igat ion and
advocacy'  r ights approved in the early summer. 1n theory therefore the C.LC would
be able to regulate the re:served legal act iv i t ies (namely instrument trarrsfers
l i t igat ion and advocacy) necessary for an lP f i rm but the CLC appeared a so to be
an expensive opt ion and not necessari ly the r igtr t  " f i t " .

AW conf irmed that,  af ter taking into account income reserved ("r ing fenced") for
projects such as the new website which are exprected to be undertaken in 2012,

lPReg had an  opera t ing  ba lance o f  c .  f45 ,000.

A de ta i led  f inanc ia l  repor t  wou ld  be  pub l ished ( ; l s  par t  o f  the  201L Annua l
Repor t ) .

AR Forum

MH conf irmed that the next r \R Forum was schedulecl  for Wednesday 25t l ' r  January.

LSB * Developing the Regulatory Principles - (attar:hed) - FYI Board do noll need to
review. Do we appoint an external "auditor"?

I t  was  agreed tha t  an  ex terna l  aud i to r  wou ld  be  he lp fu l  g iven  th is  i s  the  f i r : ; t  t ime o f

scru t i  ny .

Complaints in 2011

. lPReg - stats -  AW reporteld that of  10 contacts l ' rom potent ial  complaini lnts

4 had been referred to LeO

2 were -  s igni f icant lv- out of  t ime

L had been rev iewed by  the  lPReg f i rs t  s i f t  pane l  (and then d ismissed)

The remain ing  d id  no t  fo rmal ly  cons t i tu te  cornp la in ts  fo r  var ious  r { l ;asons .

l[:lneg
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lr:]Re
o LeO -  s ta ts  (a t tached) -  i t  was  apparent  tha t  f i r rns  have adopted  f i rs t  t i : r

complaints structure. This,  information is being requested in Ent i ty Renr: 'wals.

9. Admissions

o Admission of two managers -  see l ist  next page - approved

o Stats (attached)

10. EU Recognit ion -  Jul ie Jones

(TRB)  The repor t  in  re la t ion  to  the  app l ica t ion  o f  Ju l ie  Jones  to  the  Trade N4 ark

Register was reviewed and the recommendation agreed'

11. Chief Executive - other reports (if any)

o c 1,000 CPD returns had been received to date. A reminder would be issued at

the end r: f  January.

o Hugo Armitage (the website lT consultant)  had issued a draft  RFP whicn had been

reviewed and approved by AW with the assis. tance of MH and DB. The project

was expected to go l ive by the end of the sumnter.

o AW asked board members to not i fv her of any r \OB ahead of the meet rrg.

t2. AOB

o PH queried the status of t  he Diversi ty Report .  AW respo nded that i t  had been

submitterd to the LSB and we were await ing a r€:sponse'

o The issue of Protected Tit le was raised. l t  was a13rr:ed that this would be

cons idered in  fu r ther  dePth .

1lZ. Confirmation that the abovr: decisions are made by the Patent Regulation Board

and the Trade Mark Regulat ion Board.
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Admissions

Two managers  -  Math isen & Macara  LLP

r  Chr is t ine  Gravene l l

o Susan Stelvens

lf:)R€)u
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ABS application: Agreement be,tween cIpA, ITM,ar and lpReg in respect of an
application to become a Licensing Authority for Alternative Business Structures

THIS AGRBEMENT is effective thre

BBTWBEN:

day of 20t 1

(1) The Charter.ed Institute of patent Attorneys;

(2) The Institute of rrade Mark.Attorneys (company nurnber 00294396); and

(3) The Intellectual Properfy Regulation Board Limitecl (Company,number 06ri.24948)

(4) PREAMBLES:

(A) Charlered Institute of Patent Attorneys (CIPA) and the Institute of 
' lrade 

Mark
Attorrreys (I'IMA) are both dLesignated regulators uncler the Legal Services Act 2007
(the "Legal Services Act"), and wish to apply to be designated as licensing authorities
under  the  Ac t .

(B) IPReg is willing to take fc,rward such an appli,;ation ancl to be the trody with
responsibilitv for the regulatory arrangements, although it may choose lo delegate
some of the activities associated with exercising such arrangements.

(C) CIPA and ITMA rvish to open up opportunities for registered patent and trade mark
attorneys to practice in ABSs and for this application to be progressed as expeditiously
as  prac t icab lc .

(D) CIPA. ITMA. and IPReg (and PRB and TRB) rvish to conf irm their  agreem,;nt and the
basis on n'hich this appl icat ion should be made,

(E) The t-egal S,grvices Board (LSB) has confirmecl that CIPA ancl ITMA can make a
joint appl icat ion to become Licensing Authori t ies.

(F) The Council:; of the trvo Institutes have confinned r:hat this is the pref-errerl approach
and that the regulatory functions arising frorn CIIPA and II-MA becoming a Licensrng
Authoritl are to be delegated to the Patent Regulation Board (PRB) and Trade Mark
Regulation Bloard (TRB) respectivel)'. and rvorking; together as IPReg or a body or
bodies constituted by IPReg for this purpose, anJ are amending the "llrelegation
Agreetnent" betrveen them to t.his end.

Now therefore t l re parl ies agree:

I  '  CIPA and ITMA wi l l jo int lv make an appl icat ion in the name of the Charlered
Institute of Patent Attorneys (CIPA) and the Institute o1'Tracle Mark Attorneys (l'fNLA) for
CIPA and ITMA to brecome a Licensins Authority for ABS 1o practice in the intelle,:rtual
propefi field and sur:h ancillarl' activities as appear appropriarie, and for the Regulation
Boarcls (PRB and TRB) rvithin IPReg to carry out the regulatory functions attributatrle to such
status:



2. On the basis that the applicatiorr is successful CIPA and ITMA rvill delegate the
regulatory functions arising from becoming a Licensing Aurthoritv in the same manner as
CIP,A and ITMA have delegated exiriting regulatory functions, and this will be reflected in an
amendmerrt to the Delegation Agreernent;

3. The PRB and TRB working together as IPReg will take the primary role irr carrying
foru,ard the application, in consultation rvith CIPA and ITN{A;

4. IPReg will fund the preparation and making of an zLpplication with support from
CIPA and ITMA, and the continued ,operation of the Licen:iing Authority/relevant Rtegulation
Board, and IPReg u'il l account for the same as set out in the :\nnex to this letter:

5. In the event that it appears that the cost of preparinlg and making the applica.tion is
likely to exceed the estimated amount set out in the Annex, IPReg, ITMA and CIP.A. rvill
consult, preferably with the involvement of the Legal Services Board, on how the rLpplication
should be handled, and rvhether, in the circumstances, the apprlication should be continuecl,
amended, or withdrilwn, and on fufther agreement in relatic,n to the costs of the application:

6. IPReg. CIP,{ and ITMA will keep each other fully informed on a regular basis of the
steps being taken in preparing and mraking the application. To this end, unless otheru'ise
agreed. the ABS working group of CIPA. ITMA and IPReg wi l l  be maintained in e f fect and
wil l  co-ordinate act iv i t ies being carr ied out by each of CIPI\ ,  ITMA and IPReg.

7. CIPA and ITMA each agree that, the forrn of applicatiorr having been agreed by the parties
in accordance rvith the process set out above, CIPA and lTl,,lt\ will each sign the application
for submission by II'}Reg, and IPReg agrees that it will subnril the application on their behalfs.

Accepted and agreerl on

For and on behalf o1'the Chartered Institute of Patent Attorneris
Tim Roberts. President

Accepted and asreed on

For and on behalf of'the Institute of J'rade Mark Attornevs
Maggie Ramase. President

Accepted and agreecl on

For and on behalfof  IPReg
Michael Heap. Chairman



ANNEX

Budget

It is estimated (based on the costs of the CLC) that the budget required for the applir;ation w,ill
be f  130,000 plus the LSB fees.

Start Up Costs

IPReg will meet the costs incurred in 2011 of any necessarJ/ additional resource both within
the IPReg offlce and of external consultants to a maximum of'f@,000. 

/ lt , u. .-:

Additional funding will be met by entity registrants onlv. Ir is intended that the adtliitional
funding wi l l  be raised in two tranches in 2012 and2013, an i rrcreasc in 2013 wi l l  only be
applied if, and to the extent, required. This will be raised as a temporary o% increasc in the
entity practice fee.

lncome from registered entities in 2011 is f 132,000. The temporary increase to be rlpplied in
2012 wi l l ,  therefore. be 50%.

Accounting

Separate accounts will be kept and rnade available to all registrants via a dedicated prart of the
IPRIIG website.

Surplus from set up costs

Any surplus, after all set up costs have been paid, rvill not be ring-fenced to ABS
regulation/entities and rvill become prarl of the general fund:; c,f IPReg with a vierv 1o bringirrg
ABS and non ABS ent i t ies and individual registrants into one f inancial  account ing structure.



SRA and CLC Fee Calculat ion

Turnover CLC F

19,000.00 1 , 0 0 0

145,000.00 1 , 9 8 5 .

2.000.000.00 23,100

8,000,000 00 84 ,1  00 .
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TOTAL

Patent Attorneys: 96

Trade Mark Attorneys: 51

Patent Entity Managers: 0

Trade Mark Entity Managers: 2

Dual Entity Managers: 1

Patent Entit ies ( incl. dual): ! .5

Trade Mark Entit ies ( incl. dual): 14


