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RULES OF CONDUCT FOR PATENT ATTORNEYS, TRADE MARK
ATTORNEYS AND OTHER REGULATED PERSONS

The Patent Regulation Board of the Chartered Institute of Patent Attorneys and the Trade Mark
Regulation Board of the Institute of Trade Mark Attorneys working jointly together as the IP
Regulation Board (IPREG) now make the following provisions under section 275A of the Copyright
Designs and Patents Act 1988 and under section 83A of the Trade Marks Act 1994, respectively,
pursuant to Sections 185 and 184 of the Legal Services Act 2007.

Rule 1 - Interpretation
In these Rules, unless context otherwise requires:

“patent attorney register” means the register kept under section 275 of the Copyright Designs and
Patents Act 1988 as amended;

“trade mark attorney register” means the register kept under section 83 of the Trade Marks Act 1994
as amended;
“registered person” means —
a) a registered patent attorney;
b) a registered trade mark attorney; or
¢) a body (corporate or unincorporate) registered in the patent attorney register or the trade
mark attorney register;

“regulated person” means a registered person, an employee of a registered person, or a manager of
a body which is a registered person;

“manager”, in relation to a body, has the same meaning as in the Legal Services Act 2007,

“professional work” means any services provided by a regulated person in the course of business
providing legal services;

“corporate work” means professional work undertaken by an employed regulated person acting
solely as an agent on behalf of —
a) their employer;

b) a company or organisation controlled by their employer or in which their employer has a
substantial measure of control;

c) acompany in the same group as their employer;
d) a company which controls their employer;

e) an employee (including a director or a company secretary) of a company or organisation
under (a) — (d) above, where the matter relates or arises out of the work of that company
or organisation; or

f)  another person with whom a person under (a) to (e) above has a common interest;

“in private practice” means undertaking professional work which is not solely corporate work;
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“client” means principal on whose behalf a regulated person acts as agent and includes any person
for whom the regulated person is address for service for any right regardless of the nature of any
current relationship. In the case of foreign originating work, for the purposes of these Rules the
“client" remains the principal for whom the work is ultimately being done, although the instructions
may come from an intermediary foreign patent or trade mark attorney, to whom the regulated person
will also owe a duty of professional care. Where a regulated person is instructed via such an
intermediary any obligation to provide information to a client under these rules may be discharged by
providing such information to that intermediary.

Rule 2 - Scope

These Rules set out the standards of professional conduct and practice expected of regulated
persons undertaking professional work. Registered persons are responsible under these Rules not
only for their own acts and omissions, but also for those sanctioned, expressly or otherwise, by
them.

Not every shortcoming on the part of a regulated person, nor failure to comply with these Rules, will
necessarily give rise to disciplinary proceedings. The guidance shown in italics accompanying these
rules is not mandatory and does not form part of the Rules. Nevertheless, any alleged breach of the
rules will be considered with reference to the guidance.

Guidance

2.1 Rules 1 and 2 define the scope of the Codemdu@t. Individuals, firms and companies registdred
the patent attorney register or trade mark attornegister, their managers and employees are
subject to the code if they act in the course dfuginess which undertakes relevant professional
work.

2.2 Rules 12 (Complaints handling) and 17 (Praéesd Indemnity Insurance) are only applicable to
registered persons “in private practice” and att@ys employed within industrial departments are
not required to comply with these rules provideat guch attorneys limit their professional actiegi
to “corporate work” . In general, this means onipdertaking work on behalf of their employer and
individuals or companies associated with their evgpt.

2.3 Attorneys undertaking “corporate work” may,wever, act on behalf of third parties unrelated to
their employer where their employer or an assodatedividual or company has a “common
interest” in such work. Typical examples of peratttactions on behalf of third parties would
include: maintaining or enforcing patents on belalthird parties where the patents are licensed t
an employer; prosecuting patent applications advjgently by an employer and a third party; the
appointment of an attorney as a joint representaton behalf of an employer and others in
revocation or opposition proceedings; and timeiti activities arising due to the transfer of @sse
to or from an employer such as the on-going maamer of a portfolio of rights whilst a formal
transfer was being finalised.
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Rule 3 - Service of documents

Any notice or other document required by or for the purposes of these Rules to be given or sentto a
regulated person may be given to them personally or sent by mail to their last known address with
proof of such postage.

Rule 4 - Competence

Regulated persons shall carry out their professional work with due skill, care and diligence and with
proper regard for the technical standards expected of them.

A regulated person should only undertake work within his expertise or competence.
Guidance

4.1 Aregulated person should always consider whetiering regard to

a) the circumstances (including in particular the gitsty complexity and likely cost) of the
work;

b) the nature of the regulated person’s practice;

c) the regulated person’s ability, experience and a#tyi; and

d) the regulated person’s relationship with the client

the interests of the client would be served byrégeilated person or some other person providing
professional services in fulfilment of the clientistructions.

This should be considered as soon as practicatibr agceiving instructions and from time-to-time
thereafter, particularly when circumstances chantfethe regulated person considers that the
interests of the client would be served by someroferson acting, he must advise his client
accordingly.

Rule 5 - Integrity

Regulated persons shall at all times act with integrity putting their clients’ interests foremost subject
to the law and any overriding duty to any Court or Tribunal.

Guidance

5.1 Aregulated person should in all professional dtiég

a) practise competently, promptly, conscientiouslyurtamusly, honestly and objectively,
avoiding unnecessary expense to the client;

b) act so as to promote confidence in the intellecfuiaperty system;

c) subject to the law and the regulated person’s datyny Court or Tribunal, put clients’
interests foremost and keep clients’ affairs cagfidhl.

5.2 Aregulated person should not do anything that migimpromise

a) his independence;
b) the dignity and good standing of the regulated peysor of the patent or trade mark
professions;
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c) the freedom of clients to instruct any person onfio carry out their work or to change their
representation.

Rule 6 - Client care and service

Regulated persons shall carry out their professional work in a timely manner and with proper regard
for standards of professional service and client care.

Guidance

6.1

6.2

6.3

6.4

6.5

6.6

6.7

Written terms of business should be givenitntd at the outset of a relationship and as ofien
necessary thereafter. Any variations should be conitated to clients as soon as they apply to the
client. Regulated persons should ensure that dieateive as often as necessary an explanation,
appropriate to the client’s reasonably apparentesipected level of understanding, as to the issues i
a matter, the progress of the matter and the likistgescale and an update periodically on
expenditure incurred or to be incurred. The levieteporting depends on the client relationship and
the experience of the client or the person respasvithin the client’s organisation. For example
lay clients may require more care than in-housensell

When instructions are received orally, it insible practice, for the avoidance of future digsuas
to the precise instructions given, for a regulatgerson to provide to the client a written note
confirming the instructions received.

When unwilling or unable to provide servicesato existing client, or withdrawing from giving

services, a regulated person should make reasonefftets to enable the client to make other
arrangements and bear in mind their obligationptd clients’ interests foremost. A regulated person
should co-operate with a client and any new repmestee of the client to ensure the client's
interests are protected on any change of respditgibi

Even where there is no ongoing client relalop, absent a formal termination including clearda
reasonable notice to the former client that comroations will not be forwarded, regulated persons
should take timely steps to draw a former cliemfention to correspondence or communications
received relating to the former client and theghts. A regulated person may seek a fees undegtakin
where the client relationship has been terminatent the costs involved in forwarding
correspondence.

Every regulated person should have a writtenrtention/destruction policy which should be mad
available to the client on request.

If a regulated person gives an indication (sashan estimate) of the likely cost of work and tha
indication is not intended to be fixed, the regethperson is responsible for making it clear thne t
indication is not fixed, and for ensuring that ttieent is informed in advance whenever reasonably
possible if it appears the indication will be maady exceeded.

Unless otherwise agreed with the client a ratpd person should not require as a condition
precedent from a sender of correspondence or a eonwation intended for or relevant to the client,
an undertaking to meet the regulated person’s feedorwarding the sender’s correspondence or
communication to the client or for giving the cli@dvice on the matter.
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6.8 This applies typically to requests for conséingnce and so on. There have been instances where
regulated persons have refused even to pass orsfwndence without comment until their fees are
met. Absent the client’'s agreement, this is a breafcRules 5, 6 & 7, since the regulated person is
putting his own interest in fees before the inteaéghe client which is in being informed promptly
This does not prevent the regulated person askiagsender for an agreement to meet reasonable
costs, but the forwarding of the communication nmagtbe dependent on it. It is up to the regulated
person, having regard to his relationship with tiient, to determine how matters of this kind sHoul
be drawn to the attention of the client and in #fosence of any other arrangement, if the regulated
person is unwilling to forward the communicationn“cisk as to costs” the communication should
either be returned to the sender (provided thatdiient is not prejudiced by the resulting delay) o
be forwarded without comment or offering assistamtappropriate terms.

6.9 Note that the sender is not liable for any sasttil agreement is reached but that any agreemdht
impose liability regardless of whether the sendmeives the benefit or co-operation sought.

Rule 7 - Conflicts

A regulated person must not act where his interests conflict with those of a client or of a former
client, or where he knows or has reasonable grounds for suspecting that the interests of any partner
or regulated person or staff of his firm, conflict with those of a client or of a former client.

Provided in all the circumstances it is reasonable to do so, a regulated person may act for two or
more clients, or for a client as against a former client, in relation to the same or a related matter in a
situation of conflict, or possible conflict but only if all of the parties have given their informed consent
in writing. Regardless of consent a regulated person must, however, refuse to act on behalf of
conflicting or potentially conflicting parties in contentious matters, in circumstances where the
regulated person’s actions would not be seen to be neutral or where accepting instructions from both
parties would risk a breach of Rule 5 or if Rule 8 cannot be observed.

Guidance

7.1 If aregulated person acquires or has acquired valg knowledge concerning a current or a former
client in the course of acting for that client inyacapacity, the regulated person should not accept
instructions to act against that client or shouleniceforth cease to act against that client. Thenter
“relevant knowledge” should mean knowledge of thent or the client’s affairs that is not widely
disseminated to the public and that is, or is lkiel become, relevant to the action concerned again
the client.

7.2 A regulated person must not allow any person tdqgoer work under his supervision when the
regulated person knows or has reasonable groundsuspecting that such a person has a conflict of
interest in respect of the work.

7.3 A conflict may not arise simply because the regaatterson acts for two or more parties in the same
general field of business or technology althoughtf@nfacts it may do so. More typically a conflict
arises by reference to the specific subject matter case. However, acting for two or more pariies
the same general field of business or technology gize rise to issues of confidentiality under Rule
8.



7.4

7.5

7.6

7.7

7.8
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Confidentiality safeguards within firms ortlveen branches may be sufficient to “cure” conflict
provided informed written consent is obtained fralinparties and suitable arrangements to ensure
the confidentiality of information applying to eachent are in place. Safeguards - within firms or
between branches - cannot, however, “cure” cordlitci enable the same regulated person to act on
behalf of opposing parties in a contentious matter.

All regulated persons should undertake a foncheck” before taking on a new client. Thisyma
take whatever form is considered appropriate inadilthe circumstances. The minimum expected is a
check with all other relevant persons that accepganf a named client is not likely to compromise
the interests of a client already on the books.

Unless otherwise agreed, informed consentiireg that the parties whose interests do or may
conflict are notified in writing of the name(s)the other party(ies).

Where there is conflict between the intere$ta regulated person, and those of a client, meith
informed consent, nor any other arrangement, wililde him to act for that client.

Nothing in these rules prevents a regulatedge from acting as a mediator between parties to a
dispute provided the appropriate codes of practigeich deal with conflict when acting as a
mediator are observed.

Rule 8 - Confidentiality and disclosure

Regulated persons must keep the affairs of clients and former clients confidential except where
disclosure is required and permitted by law or by the client or former client.

Subiject to this duty of client confidentially and any circumstance where disclosure of information is
prohibited by law, unless a client expressly agrees that no duty to disclose arises or a different
standard of disclosure applies, a regulated person should disclose all relevant information of which
he is aware to a client.

Regulated persons must not put any clients’ confidential information at risk by acting, or continuing
to act for another client where that information may be material, unless both clients provide informed
consent and in all of the circumstances it is reasonable to do so

Guidance

8.1

8.2

8.3

Confidentiality of clients’ information is paramauand central to, though distinct from, the isstfie o
conflict of interests.

Where a regulated person takes on a client whegeetis already a client on the books in the same
area of business or technology, but where the msafte which they have been engaged are not
related, they should still ensure that the conft@ddrinformation associated with one is not allowted

be made available to the other or to any regulgietson acting for the other client.

Regulated persons have a duty to disclosesldlant information, of which they are aware, teith
client in respect of the matter in hand. Informatiof which they are not aware, but is known to
others in the same firm, for example, would be gxedy as would information disclosure of which
would breach the duty of confidentiality to anotlckent.
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If information is obtained in relation to a mective client, a regulated person may still bartlsbby

a duty of confidentiality, even if that prospectohent does not subsequently instruct that person
their firm. There may be circumstances, howevegreta regulated person receives information
where there is no real or genuine interest in insting that person or their firm and that informati

is unlikely to be confidential.

Rule 9 — Relationships with other professionals

Regulated persons should not communicate directly with any other party who to his knowledge has
retained a registered person or other legally qualified person as a professional advisor to actin a
matter except:

(a) to request the name and address of the other party's professional advisor;

(b) where it would be reasonable to conclude that the other party's professional advisor has
refused or failed for no adequate reason either to pass on messages to their client or to reply
to correspondence, and has been warned of your intention to contact their client direct;

(c) with that professional advisor's consent; or

(d) in exceptional circumstances.

A regulated person should co-operate with a client and any new representative of the client to
ensure the client’s interests are protected on any change of responsibility.

Guidance

9.1

When a regulated person has been given explicitendbat another party has engagedatent
attorney, trade mark attorney or other legally gtial personin relation to a specific matter, the
regulated person should normally direct all comnmations about that matter to the
appointed advisor rather than directly to the parfihe mere recordal of an address for service in
relation to a relevant or potentially relevant rigtoes not necessarily on its own constitute eitplic
notice that an advisor has been appointed in relato a matter. Rather, it is only where a reguiiate
person has been informed that a party has appoiatprbfessional advisor, or the registered person
receives a response from such an advisor, or ibtieerwise objectively clear from the facts or
circumstances that the recorded address for seligitke appointed advisor in the specific matter in
question, that the regulated person should avoidatj or further direct, communication under this
rule.

9.2 General communications and publicity undertakgnregulated persons (i.e. communications not
relation to a specific matter where another parsiretained a professional advisor in relation to
that matter) are governed by Rule 18.
9.3 Nothing in this rule shall be taken to prevamegulated person from exercising a lien overrtdlie
papers or other materials to the extent permittgdRinle 13.
Rule 10 - Fees

Regulated persons’ fees must be justifiable.
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Guidance

10.1 Fees charged should be based upon the infmmatovided in any letter of engagement or on the
basis of any amendment thereto.

Rule 11 - Financial matters
Regulated persons shall ensure that their professional finances are managed appropriately.
Guidance

11.1 In the event that a regulated person receimesey from a client, other than by way of paymént o
fees or disbursements or money on account for deedisbursements paid up front, they should
ensure that such money is held on trust for thentlin an account which is entirely separate friwa t
regulated person’s or the firm’s professional besis accounts.

11.2 In the event that money may be held on tarsafclient, a registered person’s terms of busines
should deal with the issue of ownership of inteeeshed on money held on behalf of a client.

11.3 It is the responsibility of regulated persto®nsure that they are aware of legislation peritag to
“money laundering” and “proceeds of crime”.

Rule 12 - Complaints handling

Regulated persons in private practice must have an established procedure for dealing with
complaints. Written details of the procedure must be available whenever a client requests them and
a client should be informed in writing, when first engaging the registered person, that such a
procedure for the resolution of a complaint exists.

Rule 13 - Liens

Regulated persons may exercise a lien over client papers and other materials belonging to a client
only when and to the extent that the lien is available in law or the lien is an express term of business
to which the client has agreed.

Guidance

13.1 The issue of lien comes up reasonably frequéntcomplaints. Regulated persons do not benefit
from the statutory lien of solicitors and the extehany lien — if any — at common law has nevemnbe
clarified. It is best to ensure this is dealt withwritten terms.

13.2 Any charges or contractual liens applicableattransfer of files should be set out in the rated
person’s terms of business or should be otherwigeeal, but the absence of agreement should not
unreasonably delay effecting the transfer. Regdlgtersons should note that if they have not dealt
with this issue adequately in their terms of busspeghey may be in no position contractually to
recover costs associated with the transfer if reepagreement can be reached.

13.3 Save in exercise of any lien, it is not acaiglet to obstruct or unreasonably delay a transfér o
responsibility to a new representative when askeatbtso by a client.
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Rule 14 - Duty to act in the interests of justice

Regulated persons exercising any right to appear before a court or tribunal or to conduct litigation
must comply with their duties to the court or tribunal and act with independence in the interests of
justice. Regulated persons must not knowingly deceive or mislead a court or tribunal. Regulated
persons exercising any right to appear before a court or to conduct litigation shall observe the
Special Rules of Professional Conduct applicable to Litigation Practitioners.

Guidance
14.1 A regulated person must not submit orallynoamy documents or pleadings:

a) statements of fact or contentions that are not etep by the evidence or instruction of the
client;

b) contentions that he cannot justify as prima faciguable;

c) allegations of fraud unless clearly instructed taka such an allegation and it is prima facie
supported by credible material; note, however ttias does not preclude the making of
claims of “bad faith” per se (for example, a lackiotention to use a trade mark), unless that
claim is specifically directed to substantive fraud

Rule 15 - Anti-Discrimination

Regulated persons must not, in the conduct of their practice, unfairly or unlawfully discriminate
against any person on grounds of race, religious belief, gender, sexual orientation, age or disability.

Rule 16 - Continuing Professional Development

Registered patent attorneys and registered trade mark attorneys shall undertake appropriate
continuing professional development and, on request, provide details thereof to the appropriate
Regulation Board.

Rule 17 - Professional Indemnity Insurance

Without prejudice to any obligation contained the Special Rules of Professional Conduct applicable
to Litigation Practitioners, each registered person or his firm in private practice must take out and
maintain professional indemnity insurance cover, for each and every claim brought in the United
Kingdom or elsewhere in the EU, commensurate with the risks at large arising from the extent and
size of their practice, with due regard to Rule 4 (Competence). Any limitation of liability for
negligence must be clearly drawn to the attention of a client and be understood and accepted by
him.

Guidance

17.1 It would be expected that Professional Indgmnsurance of at least £1m would be requireddtbr
registered persons and their firms, unless demabbktr their practice does not warrant a sum that
high.
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Rule 18 - Publicity

Publicity and promotional activity of any kind by regulated persons is permitted if it is fair, honest,
accurate and is not misleading and is not otherwise in breach of these Rules.

The letterhead, website and e-mails of firms and sole practitioner registered persons in private
practice must show the words “regulated by the Intellectual Property Regulation Board” or “regulated
by IPREG”".

Guidance

18.1 What is acceptable promotional activity viflevitably change over time and will be a matter of
subjective assessment in each case. For exampilst wieativity is an essential part of promotion,
good taste in content and execution is important.

18.2 Cold calling (by any means) of private indirdls or to domestic premises unless a busindsing
conducted from there would generally be unacceptabhd would certainly be so if directed
repeatedly to specific individuals or groups.

18.3 Letterheads must comply witte Business Names Act 1985 concerning lists ahees and an
address for service on stationery etc. and the Gongs (Trading Disclosures) Regulations
2008 (S1 2008/495) regarding the appearance ofcttrapany name and other particulars on
stationery, etc. If non-partners are named on atpanship's letterhead, their status should
be made clear. A printed line is not sufficientitiself to distinguish partners from non-
partners in a list. A similar standard applies te@ampany or an LLP's letterhead.

18.4 The website and e-mails of any individualion fproviding services to the public in the EU must
comply with the provisions of the E-Commerce Divect2000/31/EC. This requires that the
following information is included in electronic camnications including e-mails and websites
involved in cross-border e-commerce within the EU:

a) details of the professional body with whichimnfis registered, which in the case of patent
attorneys and trade mark attorneys would be IPREG;

b) the professional title and the member statera/ftevas granted — it is recommended to state that
the partners/members/directors of the firm are Wdigistered patent and/or trade mark attorneys;
and

c) a reference to the professional rules applicabl¢he firm in the member state where the firm is
established and the means to access them. Thigd bewdchieved by providing a link to the Code
of Conduct on the IPREG website.

Rule 19 - Information to Regulation Boards

Regulated persons shall submit in a timely manner such information as the Regulation Boards may
reasonably require.
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Rule 20 - Co-operation

Regulated persons shall co-operate fully with the appropriate Regulation Boards, and with any
persons designated by them in connection with their regulatory responsibilities.

Rule 21 — Avoidance of regulatory conflict

To avoid regulatory conflict as defined in sections 52 - 54 of the Legal Services Act 2007, the
appropriate Regulation Boards may waive in writing the provisions of these Rules in any particular
case or cases where the professional activities of a regulated person are fully regulated by another
professional regulator.

Rule 22 - Commencement Date

These Rules shall apply from the date on which sections 184 and 185 of the Legal Services Act
2007 come into force with the exception of Rule 18 second sentence which shall come into
force 6 months after that date.



